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DETAILED ACTION 
Drawings 

1. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) because they 
include the following reference character(s) not mentioned in the description: 134 (Figure 2). 
Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference character(s) in the description in compliance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: grammatical errors. "To" 
should be inserted between "due" and "the" in lines 5 and 8. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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2. Claims 9 and 17 are rejected under 35 U.S.C. 112, second paragraphi as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Claim 9 recites the limitation "the business item" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. In addition, it is unclear whether "the business 
item" is the same item as "the item" stated in line 2. The Examiner is taking "the business item" 
(line 4) to be the same item as "the item" in line 2. 

4. Claim 17 recites the limitation "the expiration date" in lines 2-3. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

6. Claim 1, 2-3, 5, 7-8, and 10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Young, U.S. Patent No. 7,058,581. 

7. As per claim 1, Young teaches charging a sender's meter located in the first country for 
postage that is due to the second carrier for processing business reply mail that is deposited by a 
recipient with the second carrier (Young: Figure 1); and charging a sender's meter located in the 
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first country for postage that is due to the first carrier for business reply mail that is received 
from the second carrier and delivered to a party located in the first country (Y oung: Figure 1). 
Young teaches a return system that allows a consumer to return a product using a third-party 
delivery service (Young: column 2, lines 63-65). Young further teaches a return label can 
contain a return center address and have pre-paid postage or billing of any type (Young: column 
3, lines 8-10). The Examiner interprets pre-paid postage of mail to be charged to the original 
sender's meter. Young teaches the package delivery service includes international carriers such 
as the United Parcel Service or any international postal service (Young: column 4, lines 23-27). 
Young further teaches for international locations, any local delivery service can be used, 
including a foreign postal service (Young: column 4, lines 33-35). The Examiner notes, Young 
teaches that the first carrier of the first country and the second carrier of the second country can 
be the same or different carrier. 

8. As per claim 2, Young teaches the method of claim 1 as described above. Young further 
teaches the party is the sender (Y oung: Figure 1). Young teaches a product is returned from the 
consumer to the supplier (Young: Figure 1, "136"). The Examiner notes, the supplier is the 
origin of the product and is considered to be the sender. 

9. As per claim 3, Young teaches the method of claim 1 as described above. Young further 
teaches paying the first carrier the amount charged to the sender's meter for the first carrier's 
postage (Young: column 3, lines 8-10). Young teaches a mailing return label contains pre-paid 
postage (Young: column 3, lines 8-10). The Examiner interprets pre-paid postage of return mail 
to be charged to the sender's meter. The Examiner notes, it is known in the postal art that 
postage charged to the sender's meter results in the carrier being paid. The applied reference has 
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been interpreted and applied assuming basic knowledge of one of ordinary skill in the art. 
According to in reJacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is presumed to 
know something more about the art than only what is disclosed in the applied references. In In 
re Bode, 193 USPQ 12 (CCPA 1977), every reference relies to some extent on knowledge of 
persons skilled in the art to complement that, which is disclosed therein. 

10. As per claim 5, Young teaches the method of claim 1 as described above. Young further 
teaches paying the second carrier the amount charged to the sender's meter for the second 
carrier's postage. Young teaches a mailing return label contains pre-paid postage (Young: 
column 3, lines 8-10). The Examiner interprets pre-paid postage of return mail to be charged to 
the sender's meter. The Examiner notes, it is known in the postal art that postage charged to the 
sender's meter results in the carrier being paid. The applied reference has been interpreted and 
applied assuming basic knowledge of one of ordinary skill in the art. According to in re 
Jacoby, 135 USPQ 317 (CCPA 1962), the skilled artisan is presumed to know something more 
about the art than only what is disclosed in the applied references. In In re Bode, 193 USPQ - 
12 (CCPA 1977), every reference relies to some extent on knowledge of persons skilled in the art 
to complement that, which is disclosed therein. 

11. As per claim 7, Young teaches the method of claim 1 as described above. Young further 
teaches delivering an item containing the international business reply mail from a sender located 
in the first country to a recipient located in the second country (Y oung: Figure 1). Young 
teaches a consumer returns a product using a third-party delivery service (Young: column 2, 
lines 63-65). 
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12. As per claim 8, Young teaches the method of claim 7 as described above. Young further 
teaches charging the sender's meter for delivering the item (Young: column 3, lines 6-10). 
Young teaches returning a product with a mailing label that has pre-paid postage (Young: 
column 3, lines 6-10). The Examiner interprets the mailing label having pre-paid postage to be 
charging the sender's meter for delivering the item. 

13. As per claim 10, Young teaches the method of claim 7 as described above. Young 
further teaches paying the first carrier the amount charged to the sender's meter for delivering the 
item; and paying the second carrier the amount charged to the sender's meter for delivering the 
item (Y oung: column 3, lines 6-10). Young teaches returning a product with a mailing label that 
has pre-paid postage (Young: column 3, lines 6-10). The Examiner interprets the mailing label 
having pre-paid postage to be charging the sender's meter for delivering the item. The Examiner 
notes, it is known in the postal art that postage charged to the sender's meter results in the 
appropriate carriers being paid. The applied reference has been interpreted and applied 
assuming basic knowledge of one of ordinary skill in the art. According to in re Jacoby, 135 
USPQ 317 (CCPA 1962), the skilled artisan is presumed to know something more about the art 
than only what is disclosed in the applied references. In In re Bode, 193 USPQ 12 (CCPA 
1977), every reference relies to some extent on knowledge of persons skilled in the art to 
complement that, which is disclosed therein. 

Claim Rejections - 35 USC §103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. Claims 4, 6, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Young, 
U.S. Patent No. 7,058,581 in view of Connell et al, U.S. Patent No. 5,554,842. 

16. As per claim 4, Young teaches charging a sender's meter located in the first country for 
postage that is due to the second carrier for processing business reply mail that is deposited by a 
recipient with the second carrier (Young: Figure 1); and charging a sender's meter located in the 
first country for postage that is due to the first carrier for business reply mail that is received 
from the second carrier and delivered to a party located in the first country (Young: Figure 1). 
Young teaches a return system that allows a consumer to return a product using a third-party 
delivery service (Young: column 2, lines 63-65). Young further teaches a return label can 
contain a return center address and have pre-paid postage or billing of any type (Y oung: column 
3, lines 8-10). The Examiner interprets pre-paid postage of mail to be charged to the original 
sender's meter. Young teaches the package delivery service includes international carriers such 
as the United Parcel Service or any international postal service (Young: column 4, lines 23-27). 
Young further teaches for international locations, any local delivery service can be used, 
including a foreign postal service (Young: column 4, lines 33-35). The Examiner notes, Young 
teaches that the first carrier of the first country and the second carrier of the second country can 
be the same or different carrier. 

17. Young does not teach printing on mail an indication of the amount of postage charged to 
the sendees meter for the first carrier's postage . 
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18. Connell teaches printing on mail an indication of the amount of postage charged to the 
sender's meter for the first carrier's postage (Connell: Figure 2, "13" and column 3, line 1). 

19. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included printing on mail an 
indication of the amount of postage charged to the sender's meter for the first carrier's postage as 
taught by Connell for the advantage of providing a postal indicia that is more versatile (Connell: 
column 2, lines 56-57). 

20. As per claim 6, Young teaches the method of claim 1 as described above. Young does 
not teach printing on mail an indication of the amount of postage charged to the sender's meter 
for the second carrier's postage . 

21 . Connell teaches printing on mail an indication of the amount of postage charged to the 
sender's meter for the second carrier's postage (Connell: Figure 2, "13" and column 3, line 1). 

22. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included printing on mail an 
indication of the amount of postage charged to the sender's meter for the second carrier's postage 
as taught by Connell for the advantage of providing a postal indicia that is more versatile 
(Connell: column 2, lines 56-57). 

23. As per claim 9, Young teaches delivering an item containing the international business 
reply mail from a sender located in the first country to a recipient located in the second country 
(Young: Figure 1). Young teaches a consumer returns a product using a third-party delivery 
service (Young: column 2, lines 63-65). 
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24. Young does not teach printing on the item an indication of the amount of postage charged 
to the sender's meter for the first carriers postage; and printing on the business item an indication 
of the amount of postage charged to the sendees meter for the second carrier's postage. 

25. Connell teaches printing on the item an indication of the amount of postage charged to 
the sender's meter for the first carrier's postage and printing on the business item an indication of 
the amount of postage charged to the sender's meter for the second carrier's postage (Connell: 
Figure 2, "13" and column 3, line 1). The Examiner defines "the item" to include both the item 
being delivered and the mailing envelope. 

26. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included printing on the item 
an indication of the amount of postage charged to the sender's meter for the first carrier's postage 
and printing on the business item an indication of the amount of postage charged to the sender's 
meter for the second carrier's postage as taught by Connell for the advantage of providing a 
postal indicia that is more versatile (Connell: column 2, lines 56-57). 

27. Claims 1 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Young, 
U.S. Patent No. 7,058,581 in view of Connell et al, U.S. Patent No. 5,554,842 and Walker et al., 
U.S. Patent No. 6,978,248. 

28. As per claim 11, Young teaches charging a sender's meter located in the first country for 
postage that is due to the second carrier for processing business reply mail that is deposited by a 
recipient with the second carrier (Young: Figure 1); and charging a sender's meter located in the 
first country for postage that is due to the first carrier for business reply mail that is received 
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from the second carrier and delivered to a party located in the first country (Young: Figure 1). 
Young teaches a return system that allows a consumer to return a product using a third-party 
delivery service (Young: column 2, lines 63-65). Young further teaches a return label can 
contain a return center address and have pre-paid postage or billing of any type (Young: column 
3, lines 8-10). The Examiner interprets pre-paid postage of mail to be charged to the original 
sender's meter. Young teaches the package delivery service includes international carriers such 
as the United Parcel Service or any international postal service (Young: column 4, lines 23-27). 
Young further teaches for international locations, any local delivery service can be used, 
including a foreign postal service (Young: column 4, lines 33-35). The Examiner notes, Young 
teaches that the first carrier of the first country and the second carrier of the second country can 
be the same or different carrier. Young further teaches delivering an item containing the 
international business reply mail from a sender located in the first country to a recipient located 
in the second country (Young: Figure 1). Young teaches a consumer returns a product using a 
third-party delivery service (Young: column 2, lines 63-65). 

29. Young does not teach indicating information on mail . 

30. Connell teaches indicating information on mail (Connell: Figure 2). Connell teaches 
postal indicia that contains information including a dollar amount, the date, and the postal serial 
number (Connell: column 3, lines 1-4). 

31 . It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included indicating 
information on mail as taught by Connell for the advantage of providing a postal indicia that is 
more versatile (Connell: column 2, lines 56-57). 
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32. Young in view of Connell does not teach indicating the amount of mail that may be 
returned to the sender . 

33. Walker teaches indicating the amount of mail that may be returned to the sender (Walker: 
Figure 6A, "628"and Figure 6B, "672"). Walker further teaches determining the number of 
responses that are received (Walker: Figure 6). 

34. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young in view of Connell to have included 
indicating the amount of mail that may be returned to the sender as taught by Walker for the 
advantage of providing a postal indicia that is more versatile (Connell: column 2, lines 56-57). 

35. As per claim 12, Young in view of Connell and Walker teaches the method of claim 1 1 as 
described above. Walker further teaches determining an expected business reply response factor 
for the international business reply mailing (Walker: column 1 1 , lines 49-52). Walker teaches 
the response rate of each mailing list is calculated corresponding to the number of responses 
received (Walker: column 11, lines 49-52). 

36. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young in view of Connell to have included 
determining an expected business reply response factor as taught by Walker for the advantage of 
providing an efficient and cost effective way of testing, selecting, and creating a mailing list that 
is appropriate to a business's needs (Walker: column 12, lines 20-23). 

37. As per claim 13, Young in view of Connell and Walker teaches the method of claim 12 as 
described above. Connell further teaches determining a cost of mailing the expected business 
reply responses (Connell: Figure 2, "13"). Connell teaches postal indicia that displays the cost 
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for sending mail through a delivery service (Connell: Figure 2, "13"). The Examiner notes, 
printing a shipping cost on mail (postal indicia) requires the prior step of determining the mailing 
cost. 

38. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included determining a cost 
of mailing the expected business reply responses as taught by Connell for the advantage of 
providing a postal indicia that is more versatile (Connell: column 2, lines 56-57). 

39. As per claim 14, Young in view of Connell and further in view of Walker teaches the 
method of claim 13 as described above. Young further teaches charging the sender's meter for 
the cost of mailing the expected business reply responses (Y oung: column 3, lines 8-10). Young 
teaches a return label can contain a return center address and have pre-paid postage or billing of 
any type (Young: column 3, lines 8-10). The Examiner interprets pre-paid postage of mail to be 
charged to the original sender's meter. 

40. Claims 15-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Young, 
U.S. Patent No. 7,058,581 in view of Connell et al, U.S. Patent No. 5,554,842 and Walker et al., 
U.S. Patent No. 6,978,248 as applied to claim 14 above, and further in view of Baer et al., U.S. 
Patent No. 4,999,481. 

41. As per claim 15, Young in view of Connell and Walker teaches the method of claim 14 as 
described above. Young in view of Connell and Walker does not teach counting the number of 
mail processed . 
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42. Baer teaches counting the number of mail processed by the first and second carriers 
(Baer: column 6, lines 42-44). Baer teaches counting the number of mail pieces in a particular 
batch (Baer: column 6, lines 42-44). 

43. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young in view of Connell and Walker to 
have included counting the number of mail processed as taught by Baer for the advantage of 
maintaining a record for a batch of mail (Baer: column 6, lines 56-60). 

44. As per claim 16, Young in view of Connell and Walker and further in view of Baer 
teaches the method of claim 15 as described above. Connell further teaches determining the total 
amount of postage due to the first and second carrier for processing the counted international 
business reply mail (Connell: Figure 2, "13"). Connell teaches postal indicia that displays the 
cost for sending mail through a delivery service (Connell: Figure 2, "13"). The Examiner notes, 
printing a shipping cost on mail (postal indicia) requires the prior step of determining the 
postage. 

45. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included determining the 
total amount of postage due to the first and second carrier for processing the counted 
international business reply mail as taught by Connell for the advantage of providing a postal 
indicia that is more versatile (Connell: column 2, lines 56-57). 

46. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Young, U.S. 
Patent No. 7,058,581 in view of Fredman, U.S. Patent No. 6,526,393. 
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47. As per claim 17, Young teaches charging a sender's meter located in the first country for 
postage that is due to the second carrier for processing business reply mail that is deposited by a 
recipient with the second carrier (Young: Figure 1); and charging a sender's meter located in the 
first country for postage that is due to the first carrier for business reply mail that is received 
from the second carrier and delivered to a party located in the first country (Young: Figure 1). 
Young teaches a return system that allows a consumer to return a product using a third-party 
delivery service (Young: column 2, lines 63-65). Young further teaches a return label can 
contain a return center address and have pre-paid postage or billing of any type (Young: column 
3, lines 8-10). The Examiner interprets pre-paid postage of mail to be charged to the original 
sender's meter. Young teaches the package delivery service includes international carriers such 
as the United Parcel Service or any international postal service (Young: column 4, lines 23-27). 
Young further teaches for international locations, any local delivery service can be used, 
including a foreign postal service (Young: column 4, lines 33-35). The Examiner notes, Young 
teaches that the first carrier of the first country and the second carrier of the second country can 
be the same or different carrier. Young further teaches delivering an item containing the 
international business reply mail from a sender located in the first country to a recipient located 
in the second country (Young: Figure 1). Young teaches a consumer returns a product using a 
third-party delivery service (Young: column 2, lines 63-65). 

48. Young does not teach indicating on the mail the expiration date that the sender's meter 
will be charged for processing specific batches of reply mail . 

49. Fredman teaches indicating on the mail the expiration date that the sender's meter will be 
charged for processing specific batches of international business reply mail (Fredman: Figure 1). 
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Fredman teaches an "Urgent Reply Mail" envelope with a predetermined effective expiration 
date (Fredman: Figure 1 and column 2, lines 17-19). 

50. It would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of Young to have included indicating on the 
mail the expiration date that the sender's meter will be charged for processing specific batches of 
reply mail as taught by Fredman for the advantage of providing an important incentive to 
facilitate and increase a recipient's rate of response (Fredman: column 2, lines 38-40). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Liou whose telephone number is 571-270-1359. The 
examiner can normally be reached on Monday - Thursday, 7:30-5:00 and Friday 7:30-4:00 (first 
Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on 571-272-0847. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




FWTRICK J. NOLAN, PH.D. 
SUPERVISORY PATENT EXAMINER 




